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Bef ore Seehernan, Bottorff and Rogers,

Adm ni strative Trademark Judges.

Qpi ni on by Rogers, Adm nistrative Trademark Judge:

In separate applications, BrainLAB AG has applied to
regi ster the marks "Cardi oSU TE" and "Brai nSUl TE, "
respectively. Each application was based on applicant's
stated intention to use the specified mark in comrerce, see
Section 1(b) of the Trademark Act, 15 U.S.C. 8§ 1051(b), and
clainmed a priority filing date because of applicant's
havi ng previously filed a correspondi ng application to

regi ster the specified mark for the identified goods and
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services in the Federal Republic of Germany, see Section
44(d) of the Trademark Act, 15 U.S.C. § 1126(d).?

The invol ved applications each list a broad range of
products in Classes 9 and 10, as well as nunerous services
in Cass 42. During the course of exam nation of the
applications, applicant and the exam ning attorney agreed
on certain anmendnents to the identifications, to obviate
concerns of the exam ning attorney. Eventually, however,
the exam ning attorney issued a final action in each
application, requiring further anendnents of the
identifications in classes 10 and 42 as a prerequisite to
approval of each mark for publication. Applicant further
anended the Class 42 identification in each application, as
required, but refused to adhere to all the exam ning
attorney's requirenments for amendnent of the C ass 10
identifications. Accordingly, the exam ning attorney made
final a requirenent for an acceptable identification in

Cl ass 10, and applicant appeal ed.

! The USPTO inferred a secondary basis for registration in the
United States, distinct fromapplicant's stated intention to use,
based on applicant's anticipated receipt of German registrations
for its marks. See Section 44(e) of the Trademark Act, 15 U S. C
§ 1126(e). Currently, each application is based on applicant
havi ng obtained a registration for the specified mark in Gernmany;
applicant no |longer asserts Section 1(b) as a separate basis.
Applicant has maintained its claimto a priority filing date in
each application
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After considering applicant's appeal briefs, the
exam ning attorney further narrowed the C ass 10
identification issues to be considered on appeal by
W thdrawi ng certain requirenents. At this point, only four
specific identification issues remained unresolved. Next,
applicant and the exam ning attorney negoti ated
satisfactory anendnents obviating three of the renaining
four issues. Thus, the only issue to be considered on
appeal, in regard to each application, is the propriety of
the exam ning attorney's requirenent that applicant anend,
to make nore definite, the phrase "el ectronic apparatus and
i mage presentation apparatus for nedical purposes.”

The issue is fully briefed. Applicant did not request
a hearing at which to present oral argunents.

Apart from explaining the policies behind the USPTO s
requi renent for a certain degree of specificity in
identifications of goods, the exam ning attorney
essentially argues that the disputed | anguage enconpasses
both "el ectronic apparatus ...for medical purposes” and
".ilmage presentation apparatus for nmedical purposes”; that
the former is so broad as to enconpass goods as diverse as,
for exanple, heating pads, electronic heart rate nonitors,
hearing ai ds, nedical el ectrodes, massage apparatus, and

el ectrocardi ographs; that the latter is so broad as to
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enconpass, for exanple, x-ray apparatus, urological inmaging
systens, el ectronmagnetic nedical diagnostic inaging
apparatus, and m croscopes for operations; that the breadth
of these phrases and, in their conbined form the breadth
of the disputed phrase in the identification, enconpasses
very expensive itens and relatively inexpensive itens; that
ot her exam ni ng attorneys searching the register for
appropriate citations under Section 2(d) of the Tradenmark
Act woul d have difficulty assessing the inport of a

regi stration including the disputed | anguage; and that a
regi stration including the disputed | anguage woul d provi de
little practical notice as to the nature of applicant's
goods.

Applicant argues that it has utilized virtually
identical |language in three other registrations that it has
obtained fromthe USPTO that the office has, therefore,
determ ned that this | anguage is acceptable; that Trademark
Exam nation Note 98/1 requires only that an identification
be cl ear enough that a non-expert in trademarks or in
applicant's field understand "what the item..is,” that it
allow for proper classification, and that it adequately
define the paraneters of the goods; that the disputed
| anguage neets these requirenments; and that Trademark

Exam nati on Guide No. 1-01 states that an exam ning
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attorney should, in assessing a proposed identification,
act consistently with treatnent accorded conpani on
applications that have natured into registrations.

Tradenmark Rule 2.32(a)(6), 37 CF.R § 2.32(a)(6),
provi des that an application nmust include a "list of the
particul ar goods."” Section 1402.03 of the Trademark Manual
of Exam ning Procedure (TMEP) explains that when broad
ternms are used, they generally nust be readily understood
as to the scope of products identified by the terns, or
such terns nmust identify a "honmpbgeneous group” of products,
and that circunstances presented by a particular
application should justify the use of broad terns. In
addi tion, when an application is based on Section 44 of the
Trademark Act, as are the involved applications, the scope
of the identification nay not exceed the scope of the
foreign registration on which the corresponding United
States application is based. Trademark Rule 2.32(a)(6);
see al so, TMEP Section 1402.01(b) and Board decisions cited
t her ei n.

W agree with the exam ning attorney that the phrase
"el ectroni c apparatus and i nmage presentati on apparatus for
nmedi cal purposes” is too broad and indefinite. It does not
nmeet the requirenent of Trademark Rule 2.32(a)(6) that

"particul ar” goods be specified in an application.
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Further, we do not find the phrase to readily identify a
cogni zabl e "honbgenous group” of products or to be such
that its scope would be readily understood. Finally, we do
not find the circunstances presented by the invol ved
applications to warrant use of such a broad phrase and,
instead, find the phrase to exceed the scope of the foreign
regi strations on which the invol ved applications are based.
In regard to the last point, we note that applicant's
correspondi ng German regi strations, as shown by the
transl ati ons provi ded by applicant, enploy the |anguage
"electrical and electronic apparatus and inmage-presenting
apparatus for nedical purposes, in particular nedical
and/ or surgical robots, also for application with inmage-
gui ded | ocal i zation systens for surgical purposes.” W
find this language to limt applicant's "electronic
apparatus and i mage presentation apparatus” not just by the

phrase "for nedical purposes” but rather, to limt such
goods to "nedical and/or surgical robots" for use on their
own or "for application wth imge-guided |ocalization
systens for surgical purposes.”

Accordingly, we affirmthe exam ning attorney's
refusal to approve applicant's marks for publication so

|l ong as the application identifications include the phrase

"el ectroni c apparatus and i nmage presentati on apparatus for
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nmedi cal purposes” in the Cass 10 identifications. That
appl i cant may have obtai ned approval of other applications
i ncluding the sane or virtually identical |anguage is no
justification for allowing its use in the applications now

before us. Inre Nett Designs Inc., 236 F.3d 1339, 57

USPQ2d 1564, 1566 (Fed. Cir. 2001) (Though uniformty of
standards used to assess applications is encouraged, each
application nust be assessed on its own nerits).

Fol l owi ng expiration of the time for applicant to file
an appeal fromthis decision, if no appeal is filed, then
the referenced phrase shall be deleted fromthe Cass 10
identification and the mark will be forwarded for
publ i cati on.

Deci sion: The requirenent of the exam ning attorney

for a revised identification of goods is affirned.



